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The following listing of clear errors in the Examiner's rejection and his failure to identify 

essential eleraents necessary for sl prima facie basis of rejection is responsive to the Final 

Rejection mailed August 1 9, 2008 (Paper No. 2008 1616). 

Error #1. The Exaoujier errs in concluding that the claimed "mounting 
means" is not disclosed in the drawings or described in t he specification 

On pages 2 and 3 and sections 3 and 5 of the Final Rejection, the Examiner alleges that the 
claimed '^mounting means" is not disclosed in the drawings and is not described in the written 
description of the invention. Because this portion of claim 1 is written in means-plus-function form, 
it must be construed to cover the various embodiments disclosed in Applicants* specification and 
equivalents thereof (35 USC § 1 1 2 (6* D). 

The claimed "mounting means" is disclosed in the specification as providing the fvinctions 
of "mounting said support frame on a substrate " and "thermal isolation between said substrate 
and said supporting frame ." (emphasis added, claim 1). As shown in Figure 3 and discussed in the 
first paragraph on page 13 of Applicants' specification as filed, the resonator element 36 is fixably 
attached to a supporting frame ("suspended portion 32") and there is a substrate (40). The 
"mounting means" comprises legs 43 which are located mount and thermally isolate the "suspended 
portion 32" with respect to the "substrate 40" (described on page 1 3, lines 6 and 7 as maximizing 
"tibiennal isolation between the suspended ix>ition 32 and the substrate 40"). 

Thus, not only the embodiments of Figure 3, but the embodiments of other figures, as 
discussed in the specification, disclose the "mounting means." However, this is clearly shown in 
Figure 3 as "legs 43" thereby obviating any objection to the drawings because the mounting means 
is clearly shown in the application as originally filed. This is also discussed on page 6, lines 20-29, 
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further conjBrming that the mounting means is at least one leg and preferably two or more legs for 

supporting the suspended portion. 

In view of the above, the Examiner's objection to the drawings and rejection of the claims 

are both based upon bis conclusion that the "motinting means 43" is not illustrated in the drawings 

or discussed in the specification is simply erroneous and should be reversed by the Board on appeal. 

Error #2. The Examiner apparent ly misco nstrues the subject matter of 
Applicants' claim 

In addition to the Examiner's failure to properly construe the "mounting means," the 
Examiner ^ears to misunderstand the other elements of the claim. Applicants' claim recites a 
resonator element 36 which is fixably attached to a supporting fi-arae 32. The device also 
includes an electncal oscillator for driving the resonator element into resonance and the 
supportmg frame 32 is adapted to absorb infrared radiation, thereby altering a resonant property 
of the resonator element. As discussed above, the mounting means mounts the supporting frame, 
not the resonator, on a substrate and provides thermal isolation between the substrate and the 
supporting frame. 

In the paragraph bridging pages 4 and 5 of the Final Rejection, the Examiner cites old 
case law purportedly arguing that "adapted to" is not a positive limitation. The Examiner's 
attention is directed to the Manual of Patent Examining Procedure (MPEP) §2173. 05(g) which 
specifically indicates how an examiner is to treat Functional Limitations. In the last paragraph of 
this section, the MPEP repeats court decisions holding that the specific limitation "adapted to" is 
a limitation which serves "to precisely define present structural attributes of interrelated 
components of the claimed assembl/' and relies upon/« re Venezia, 189 USPQ 149 (CCPA 
1976). 

Accordingly, the claimed structure that "is adapted to" is a structural interrelationship 
that the Examiner must consider is required both the MPEP and the current Court of Appeals for 
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the Federal Circuit decisions. The Examiner's ignoring of the MPEP and its cited decisions (and 
his failing to properly construe the claims) is reversible error. 
Error #3. The Examiner fails to understand the Vis reference 

In attempting to read the Vig reference on Applicants' claimed invention, the Examiner 
simply fails to identify the elements recited in Applicants' independent claim 1 or claims 
dependent thereon. While the Examiner correctly identifies a resonator element 1 in die Vig 
reference, there is no disclostire that this is "fixably attached to a supporting frame." 

The Examiner suggests that item 2 is the claimed "supporting frame" (the Vig reference 
clearly teaches that item 2 in Figure 4 is a "thin film support"). The Examiner suggests that this 
is disclosed in the abstract, but there is no discussion of any supporting frame or structure in the 
Vig abstract. 

Assuming for the purpose of argument that the thin film 2 is a "supporting frame" of 
some sort, the Examiner completely ignores the claim 1 requirement of a "mounting means" for 
mounting the supportipg frame on a substrate and that the "mounting means" also provides 
thermal isolation beUveen the substrate and the supporting frame . 

Firstly, it is noted that the Examiner does not identify any structure in Figure 4 of Vig to 
be the "mounting means" or any other structure which mounts the supporting frame (thin film 2) 
on a subsfrate (40). Does she contend that structures 5 and 6, i.e., "top electrodes 5 and bottom 
electrodes 6" are the "mounting means" or are they the "substrate"? Does the Examiner also 
contend that these electrodes somehow also provide thermal isolation between the substrate 
(electrodes 5 and 6) and the supporting frame (thin film 2)? The Examiner doesn't indicate what 
structures correspond to the claimed elements. 

The Examiner's failure to identify structures which she contends falls within the scope of 
Applicants' claimed elements is fatal to her interpretation of the Vig reference. 



-3- 

PAGE 5/7 ' RCVD AT 1/21/2009 2:43:29 PM [Eastern Standard Time] « SVR:USPTO{^^^^ 



NIXON VftNDERHYE PC Fax 7Q3+816+d100 Jan 21 2009 02:d9pni PQ06/007 

COMBES et al 
Appl. No. 10/563,056 
January' 21, 2009 

Error #4. The Exaroiner errs in failing to identtf> where all claimed 
elements are disclosed in Vig or arc arranged as in Vig 

In both the anticipation rejection under §102 and the single reference obxaousness 
rejection under §103, the Examiner fails to indicate where all claimed elements and all clainied 
interrelationships between elements are disclosed in the Vig reference. 

As noted above, if the Examiner contends that thin film support 2 is the claimed 
"supporting frame," then there is no identified structure an>'where in Vig which comprises 
Applicants' claimed "mounting means" (between the supporting structure and the substrate). If 
the thin film 2 is the "mounting means," where is the supporting frame which has the resonator 
element fixably attached thereto? Simply put, the Vig reference docs not support any rejection 
of claim 1 under 35 USC §102 or §103 and therefore the Examiner's rejections thereunder are 
respectfrilly traversed. 

The Court of Appeals for the Federal Circuit has noted in the case of Lindemann 
Maschinenfabrik GMBH v. American Hoist & Derrick, 221 USPQ 481 , 485 (Fed. Cir. 1 984) that 
"[a]nticipation requires the presence in a single prior ait reference disclosure of each and every 
element of the claimed invention, arranged as in the claim." As noted above, the Examine clearly 
fails to meet her burden of establishing that ail claimed elements and all claimed interrelationships 
between elements are disclosed m the single Vig reference and therefore the rejection of claim 1' and 
all claims dependent thereon over the Vig reference is respectfiiUy traversed, 

Additionally, the Court of Appeals for the Federal Circuit has held that "the PTO has the 
burden under Section 103 to establish a ;7n/7ia facie case of obviousness." In re Fine, 5 USPQ2d 
1596, 1598 (Fed. Cir. 1 988). "It can satisfy this burden only by showing some objective 
teaching in the prior art or that knowledge generally available to one of ordinary skill in the art 
would lead that individual to combine the relevant teachings of the references." None of the 
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references teach the combination of elements of the supporting frame and the substrate with a 
mounting means therebetween. 

As noted above, the Examiner simply fails to meet his burden of establishing a.prima facie 
case of anticipation, as well as a prima facie case of obviousness over the Vig reference. 
Error #5. 

Claims 5-7 and 18 stand rejected under 35 USC § 103 as being unpatentable over Vig 
when combined with various secondary reference and claims 15, 21 and 22 stand rejected under 
35 USC §103 as being unpatentable over Vig. In no instance does the Examiner allege that the 
secondary references teach or suggest Applicants'' claimed mounting means and therefore each 
of these obviousness rejections suffers from the same failure on the Examiner's part as discussed 
above in section 4 and therefore the discx;ssion therein is herein incorporated by reference. 

The Examiner has simply failed to meet his burden of establishing a prima facie case of 
obviousness with respect to the rejection of claims 5-7, 1 5, 1 8, 21 and 22 and any further 
rejection thereunder is respectfially traversed. 

SUMMARY 

The error in the Examiner's failure to adhere to the claim construction requirements of 
paragraph six of 35 USC §112 as well as the MPEP is apparent. The failure to identify, 
especially when challenged, the prior art structures that she believes corresponds to the claimed 
elements such as the "resonator" on a "support frame" and a "mounting means" supporting and 
thermally located "between said substrate and said support frame" is reversible error. 

As a result of the above, there is simply no support for the rejection of Applicants' 
independent claim 1 or claims dependent thereon under 35 USC §102 and/or §103. Applicants 
respectfully request that the Pre-Appeal Panel find that the application is allowed on the existing 
claims and prosecution on the merits should be closed. 
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